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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Applicant's 

Admitted Prior Art (APA) in view of Brendan Coffey "Compliance moves forward", Wall 

Street & Technology, New York; Summer 1997. pg. 28, 3 pages (hereinafter Coffey). 

9 

Re. Claims 1 and 21, APA discloses (a) receiving a compliance request having an 
associated party and indicating a particular instrument associated with an issuer (APA 
page 2 lines 5-6, i.e. TCO receives the request), (b) retrieving restrictions associated 
with the particular instrument from a collection of restrictions (APA page 2 lines 5-6, i.e. 
"telephone or a written or e-mail request". "Once the TCO receives the request"), 
(c) accessing a compliance rule set identifying at least one compliance rule selected in 
accordance with a profile associated with the party, the profile reflecting at least the 
relationship between the party and the entity (APA page 2 lines 6-7, i.e. "TCO compares 
the underlying security with a list of other companies with which the employee and/or 
the present company are currently involved."); (d) evaluating at least a portion of the 
rules in the compliance rule set using the retrieved restrictions to determine if the 
request complies with the restrictions (APA page 2 lines 10-13, i.e. "determining 
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whether the employee can trade in the security. In making this determination, the TCO 
typically considers whether the company is involved with the security or the issuer, what 
position the employee holds, what confidential information the employee could be privy 
to, as well as other factors."), and (e) outputting a message in electronic form indicating 
a compliance condition in accordance with results of the evaluating step (APA page 2 
lines 13-14, i.e. "Once this evaluation is complete, the TCO notifies the employee with 
the results of the compliance check.") to comply with SEC rules and avoid conflict of 
interest for employee personal trading. Further, spreadsheet (e.g. old lotus 123, Excel) 
and database (DBII, Oracle 8i, etc) are well known, where the users create lists (tables), 
sorts the lists with different columns, sort on column and than sort the next column, also 
provide logical test with condition and find (select) function (e.g. a student list with last 
name and scores, it can be sorted by the last name than by score, if the last name are 
same check the first name or other way around.) 

APA does not disclose computer system with compliance rule, rule engine and 
server. Coffey discloses an automatic compliance system and compliance module (rule- 
engine) to be used for pre-trading compliance for real time to avoid violation. Server is 
inherent part of most computer system. 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the disclosure of APA and use a spreadsheet 
(database) and create lists of employee, companies, etc such as disclosed by APA and 
include compliance tools such as computer rule-based module, as disclosed by Coffey, 
and spreadsheet (database) to modify the lists (tables) without drawing (making) a fresh 
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lists each time a new employee or client is added or deleted from a list(s), quickly 
search the names, add a new sheet (table), etc. and adding compliance rules which 
saves the TCO time during search, retrieve decisions and update the lists for an 
efficient managing compliance and enforcing tool for employee of financial institutions 
who are trading securities to avoid conflict of interest. 

Re. Claim 2, APA discloses wherein each compliance rule has an associated priority, 
the priority indicating an order in which the rules are applied during the evaluating step 
(APA page 2 lines 6-8, i.e. TCO compares the restriction rules with employees trading 
security". 

Re. Claim 3, APA discloses wherein the restrictions are indicated in a plurality of lists 
including a first list indicating restrictions related to publicly available information and a 
second list indicating restrictions related to non-public information (APA page 2 line 8, 
i.e. "the restriction are listed in different list where some are available publicly and some 
not" the priority of rules applying to the first list being greater than the priority of rules 
applying to the second list (APA page 2 lines 10-17, i.e. "if an employee is a ranking 
member of the institution or member of the company board, their trades are obvious to 
be given priority compare to an employee of lesser rank whom is only known inside the 
institution." 
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Re. Claims 4-15, APA discloses restriction lists (page 2 lines 7-8) and transaction 
approval (i.e., The TCO can indicate that the transaction is approved or that it violates 
one or more trading restrictions because the company is too closely involved in the 
underlying security and the employee's relationship with the company makes it 
inappropriate or illegal for them to transact in the security.) and wherein the entity 
comprises a company and the party comprises one of an employee of the company, a 
customer of the company, and the company (page 1 lines 12-14). 
Using online transactions are well known, where a client is registered with a security 
trading institution or brokerage firm (e.g., Charles Schwab) server and place an order 
for trading security using the electronic order form (wherein the request is received from 
the party and the message is sent to the party), accepting the trading rules, brokerage 
trading criteria and regulation of the brokerage firm where the transaction criteria are 
written in submittal document when the trader accepts the rule/criteria, signs and 
submits the document (embedding the compliance condition message in a 
representation of the document.). Further, rule-based management information are well 
known. 

APA does not explicitly disclose the restrictions are indicated in least a first list 
and restrictions in the first list have an associated severity level; the step of retrieving 
comprising retrieving restrictions from the first list wherein, if a plurality of restrictions 
associated with the particular instrument is in the first list, retrieving from the first list 
only the restriction associated with the particular instrument having the highest severity 
level, and wherein restrictions are transaction restrictions and each restriction has an 
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associated severity level selected from a group comprising at least one of a low severity 
indicating that transactions are permitted for a party in a first category and not permitted 
for a party in a second category, and a high severity indicating that transactions are not 
permitted for any party, wherein the first category comprise customers of the entity and 
the second category comprises employees of the entity, and wherein the severity group 
further comprises a medium severity indicating that transactions are permitted only with 
additional approval. It is well known that certain employee of corporations have more 
inside information and some less, these responsibility brings a restriction severity to 
comply with sec regulation of inside trading, similarly, theses regulation apply to 
members of board and leadership. 

Wherein the step of accessing a compliance rule set comprises: accessing a 
baseline rule set; accessing at least one additional rule set selected in accordance with 
the party profile; and combining the accessed baseline rule set and the at least one 
additional rule set to form the compliance rule set, combining the steps of: accessing 
rule exception data selected in accordance with the party profile; and removing rules 
from the compliance rule set in accordance with the rule exception data and wherein the 
compliance request comprises an electronic document containing data indicating a 
company name; the method further comprising the steps of extracting the company 
name from the document and mapping the extracted company name to an associated 
instrument. 

It is a business choice to categorize the TCO lists based on the business 
experience and dealing with its customer, and who the customer is, if the customer is a 
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public figure (i.e., story of Martha Stewart is the latest public figure involved in news of 
inside trading.) has higher severity level than say Pinky Shaw a low level employee in 
some financial institution. Create a base-line for its business to minimize the damages 
can cause by inside trading. Similarly, printing logo and transferring data from on file to 
another are known to avoid typing. 

It would have been obvious to one of ordinary skill in the art at the time the 
Applicant's invention was made to modify disclosure (APA) and Coffey and add rules 
which are suited to the business and complies with the government regulation to 
prevent inside-trading by the company employee or the client who is some corporation 
director, public figure or a financial advisor who has propriety information. 

Re. Claims 16-20, and 22-34, claims 16-20 and 22-34 having substantially similar 
limitations as claims 1-15 and are rejected with same rationales as rejection of claims 1- 
1 5 over APA in view of Coffey. 

Conclusion 

In response to this office action, applicant is requested to add a statement that, new 
matter is added, or provide support for added limitation (specification page number and 
lines, specially if the limitation is not clean) 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is required under 37 CFR '1.111 (c) to consider the 



Application/Control Number: 09/877,439 Page 8 

Art Unit: 3628 

references fully when responding to this action. 

US 5446885 (Moore et al) "Event Driven Management Information System with Rule- 
Based Applications Structure Stored in a Relational Database" discloses a rule-based 
computer application structure which utilizes rules which are stored separately from the 
application program, having the rules stored separately from the application program 
permits the user, a non-technical person, to easily modify existing rules and create new 
rules and store them in database, rules are stored as objects in the database, they are 
easy to locate and retrieve and rules are separate from the application programs, 
modifications to the rules are easier to accomplish. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harish T. Dass whose telephone number is 571-272- 
6793. The examiner can normally be reached on 8:00 AM to 4:50 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on 571-272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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